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REMARKS 

Claims 6-14 are added. Support for the new claims is provided by the 
originally-filed application at pages 10-19 and Figs. 2-10. 

Claims 1-5 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is rejected under 35 U.S.C. §112, second paragraph as being incomplete for 
omitting essential steps, such omission amounting to a gap between the steps. 

Claims 1-5 are rejected under 35 U.S.C. §1 03(a) as being unpatentable over Lewis, 
et al. (U.S. Patent No. 5,275,836) in view of Waltson (httD://waltonfeed.com/self/rice.htmn 
in view of Ogawn (Abstract only JP92006330B). 

Regarding the rejections based on §112, second paragraph for indefiniteness, the 
Examiner is respectfully reminded that MPEP §2173.02 (8 th ed., rev. no. 3. vol. 2) 
states the essential inquiry pertaining to a §112, second paragraph requirement 
is whether the claims set out and circumscribe a particular subject matter with a 
reasonable degree of clarity and particularity. Definiteness of claim language 
must be analyzed, not in a vacuum, but in light of: 

(A) the content of the particular application disclosure; 

(B) the teachings of the prior art; and 

(C) the claim interpretation that would be given by 
one possessing the ordinary level of skill in the 
pertinent art at the time the invention was made. 
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(citations omitted) (emphasis added). The Examiner is further reminded that "A 
fundamental principle contained in 35 U.S.C. 112. second paragraph is that 
applicants are their own lexicographers [and] [t]hey can define in the claims 
what they regard as their invention essentially in whatever terms they choose...." 
MPEP §2173.01 (8' h ed., rev. no. 3, vol. 2). In fact, the MPEP specifically states 
that if the Examiner merely wants the Applicant to improve the clarity or 
precision of the language used, the claim must not be rejected under 35 U.S.C. 
§112, second paragraph. MPEP §2173.02 (emphasis in MPEP). 

Applicant directs the Examiner's attention to the fact that a claim must be 
analyzed pursuant to §112, second paragraph based upon "the claim interpretation 
that would be given by one possessing the ordinary level of skill." 
Inventors (Applicants) of this application can be considered as ones possessing 
the ordinary level of skill in the art, and such Inventors have approved the 
language of this application, including the claim language (see declaration filed 
pursuant to 37 CFR §1 .56). Accordingly, the language as it stands is appropriate 
language and is given by ones possessing the ordinary level of skill, that is, 
the Inventors. 

However, to the contrary, the Examiner states several phrases of the 
claims are indefinite without demonstrating that the Examiner is one possessing 
the ordinary level of skill of the art. The Examiner has not presented evidence 
that the Examiner is one possessing the ordinary level of skill of the art. 
Without this demonstration, the Examiner is simply making conclusory 
statements about definiteness without evidence of the claim interpretation that 
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would be given bv o ne possessing the ordinary level of skill . To demonstrate 
such evidence, the Examiner must execute an affidavit stating the Examiner is 
one possessing the ordinary level of skill of the art and present same to 
Applicant, or have a person who is one possessing the ordinary level of skill of 
the art execute an affidavit and present same to Applicant. Pursuant to the 
authority above, "definiteness of claim language must be analyzed, not in a 
vacuum, but in light of ... the claim interpretation that would be given by one 
possessing the ordinary level of skill in the pertinent art at the time the 
invention was made." Since the Examiner has not presented evidence as 
being a person possessing the ordinary level of skill of the art , the Examiner's 
statement of indefiniteness against language approved by the Inventors who are 
ones possessing the ordinary level of skill of the art does not meet the 
requirements for a rejection based on §112, second paragraph. Without an 
affidavit, the §112 rejections against the claims 1-5 are improper and must be 
withdrawn. 

Regarding the rejection against claim 1 based on the combination of Lewis, 
Waltson and Ogawn, the Examiner states Lewis fails to teach "a primary alpha-type 
conversion step for converting at least surface layers of the rice grains obtained in the said 
immersing step to the alpha-structure type" as positively recited in claim 1. To provide as a 
teaching and motivation to modify the Lewis device, the Examiner states this limitation is 
"notoriously well known in the art." However, this is explicitly stated to be improper bv the 
authority of the Federal Circuit Court 

The Examiner is respectfully reminded the Federal Circuit Court has rejected 
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the notion that "well known in the art" can support an obviousness rejection 
stating that "it is irrelevant in determining obviousness that all or all other 
aspects of the claim may have been well known in the art." Jones v Hardy, 727, 
F2d 1524, 1527, 1528, 220 USPQ 1021, 1024 (Fed. Cir. 1984). For at least 
reason, the obviousness rejection is improper and must be withdrawn. Without a 
proper obviousness rejection, claim 1 is allowable. 

In addition, the Examiner has failed to provide any objective evidence of 
the motivational rationale and alleged teaching of the positively recited limitation 
of claim 1 presented above, as is explicitly required by the Federal Circuit Court. 
The Federal Circuit Court states the factual inquiry whether to combine 
teachings and/or references must be thorough and searching , in re Lee, 61 
USPQ 2d 1430 (Fed. Cir. 2002). It must be based on objective evidence of 
record . That is, motivation is provided only by showing some objective teaching 
in the prior art or that knowledge generally available to one of ordinary skill in 
the art that would lead that individual to combine the relevant teachings of the 
references. In re Fritch, 23 USPQ 2d 1780, 1783 (Fed. Cir. 1992). In fact, the 
motivation identified in the present Office Action is akin to the conclusory 
statements set forth in In re Lee which were found to fail to provide the requisite 
motivation to support an obviousness rejection. The Lee Court stated that the 
Examiner's conclusorv statements in the Lee case do not adequately address 
the issue of motivation to combine teachings. The Court additionally stated that 
the factual question of motivation is material to patentability and can not be 
resolved on subjective belief and unknown authority, same as the Examiner 
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presents in the present Office Action. The Court also stated that deficiencies of 
cited references cannot be remedied by general conclusions about what is basic 
knowledge or common sense. Since in the instant case the record Is entirely 
devoid of any evidence to support the alleged teachings apart from the bald 
conclusorv statements of the Examiner, the obviousness rejection is Improper 
pursuant to the authority of the Federal Circuit Court. Claim 1 is allowable. 

Further regarding the rejection against claim 1 , claim 1 recites a final polishing 
step for consummately polishing the rice grains obtained in the said preliminary drying 
step. The Examiner states Lewis fails to teach a polishing and then attempts to 
suggest a connection to parboiling, which is allegedly taught by Lewis, to state it 
is "notoriously well know in the art" that parboiling allows the rice to be more 
easily polished. As stated above pursuant to authority of the Federal Circuit 
Court, "well know in the art" can not be relied upon for a proper obviousness 
rejection. Claim 1 is allowable. 

Moreover, regarding the polishing step not taught by Lewis, the Examiner 
has not provided objective evidence of the teachings or that "parboiling allows 
the rice to be more easily polished," as is required by the authority of the 
Federal Circuit Court. Claim 1 is allowable. 

In addition regarding the rejection against claim 1, claim 1 recites a 
secondary immersing step. The Examiner points to Lewis as allegedly teaching a single 
immersing step, and also points to Ogawn as allegedly teaching a sing le immersing step, 
but neither reference teaches a secondary immersing step, that is, two immersing steps 
as positively recited by claim 1 . The Examiner is respectfully reminded that to establish 

S:\is8\045\M01.doc 11 of 13 



PAGE 15/19 * RCVD AT 1 1/15/2D06 8:55:14 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-2/6 * DNiS:2738300 * CSID:5098383424 * DURATION (mm-ss):04-52 



1 1/15/2006 18*: 58 FAX 5098383424 WELLS ST JOHN PS ©018/019 

Application Serial No. 10/699,160 IS B -045 

RespOnBe to May 15, 2006 Office Action 

prima facie obviousness of a claimed invention, all of the claimed limitations 
must be taught or suggested by the prior art. MPEP §2143.03 (8 ,h ed., rev. no. 
3, vol. 2) citing In re Royka. 490 F.2d 981, 180 USPQ 580 (CCPA 1974). "All 
words in a claim must be considered in judging the patentability of that claim 
against the prior art." MPEP §2143.03 citing to In re Wilson. 424 F.2d 1382, 
1385, 165 USPQ 494, 496 (CCPA 1970). The Examiner has failed to show 
teaching in the art to a secondary immersing step by only presenting two 
references that each allegedly teach a single immersing step. Since the 
Examiner has failed to show teachings in the art to all of the positively recited 
claimed limitations of claim 1, claim 1 is allowable. 

Moreover, claim 1 recites to a secondary aloha-type conversion step and a final 
drying step, that is, two alpha-type conversion steps and two drying steps. The Examiner 
fails to show teachings to two alpha-type conversion steps nor two drying steps. Again, the 
Examiner has failed to show teachings in the art to all of the positively recited 
claimed limitations of claim 1 . Providing two references that each teach a single step 
is not a teaching to two steps in the same method or processing. For these additional 
reasons, claim 1 is allowable. 

Still further regarding the rejection against claim 1 , claim 1 recites a separation-into- 
single-grains step. The Examiner provides absolutely no teachings from the cited 
references to this limitation as is required by the authority of the Federal Circuit Court. For 
at least this reason, claim 1 is allowable. Furthermore, the Examiner provides no objective 
evidence of a motivational rationale for teachings of this limitation, as is additionally 
required by the authority of the Federal Circuit Court. For at least this additional reason, 
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claim 1 is allowable. 

Claims 2-5 depend from independent claim 1, and therefore, claims 2-5 are 
allowable for depending from an allowable independent claim. 

Further applicant herewith submits a duplicate copy of the Foim PTO-1449, Sheet 1 , 
filed October 30, 2003. The Examiner initialed the foreign reference, but did not initial the 
U.S. reference. To the extent that the submitted reference listed on the Form PTO-1449 
was not already considered, such examination and initialing are requested at this time, as 
well as a return of a copy of the initialed Form PTO-1449. 

This application is now believed to be in immediate condition for allowance, and 
action to that end is respectfully requested. If the Examiner's next anticipated action is to 
be anything other than a Notice of Allowance, the undersigned respectfully requests a 
telephone interview prior to issuance of any such subsequent action. 



Respectfully submitted 



Dated: jhlA ~0 k 



By: 



D. Brent Kenady 
Reg. No. 40,045 
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